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DETAILED ACTION 

New grounds of rejection are contained within this Office Action. Accordingly this action 
has been made Non-Final. 

Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this tide, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

2. Claims 15, 16 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent No. 5,144,959 to Gambale et al. 

In regards to claims 15, 16 and 17, Gambale et al. discloses providing a guidewire having a 
core wire (10) with proximal section and tapered distal section (Figure 1), and plating gold onto a 
plurality of predetermined locations of the core (Col. 3, lines 28 - 30). However, Gambale et al. fails 
to disclose coating portions of the distal section of the core wire with a mask; exposing the distal 
portion beneath the mask at a plurality of predetermined locations; electroplating gold onto the 
predetermined locations; and removing the mask. However Gambale et al. discloses coating 
portions of a distal section of the guidewire with a mask; exposing the distal portion beneath the 
mask at a. plurality of predetermined locations (Col. 5, lines 47 - 52); electroplating gold onto the 
predetermined locations (Col. 5, lines 35 - 37; Col. 4, lines 17 - 21); and removing the mask (Col. 5, 
lines 53 - 54). It would have been obvious to one having ordinary skill in the art to use the method 
as disclosed by Gambale et al. for plating gold at a plurality of predetermined locations of the distal 
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section of the guidewire to plate gold at a plurality of predetermined locations of the distal section of 
the core wire to ensure that plating is only deposited on the desired areas. 

3. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent No. 
5,144,959 to Gambale et al. as applied to claim 15 above, and further in view of U.S. Patent No. 
5,437,288 to Schwartz et al. 

In regards to claim 18, Gambale et al. fails to disclose coating the guidewire with a lubricious 
coating. Schwartz et al. discloses electroplating a distal portion of a guidewire with gold, and 
providing the guidewire with a lubricious coating (Col. 5, lines 51 - 56). It would have been obvious 
to one having ordinary skill in the art at the time the invention was made to include a lubricious 
coating as taught by Schwartz et al. with the guidewire as disclosed by Gambale et al. in order to 
increase the mobility of the guidewire within a vessel (Col. 5, lines 43 - 46). 

4. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent No. 
5,144,959 to Gambale et al. as applied to claim 15 above, and further in view of U.S. Patent No. 
6,455,783 to Tsukada et al. 

In regards to claim 19, Gambale et al. discloses removing the mask (Col. 5, lines 53 - 54), 
but fails to disclose chemically dissolving the mask. However, Tsukada et al. discloses an 
electroplating process wherein the mask is removed by chemically dissolving the mask (Col. 8, lines 
55 - 56). It would have been obvious to one having ordinary skill in the art at the time the invention 
was made to remove the mask as disclosed by Gambale et al. by chemically dissolving the mask as 
taught by Tsukada et al. so as to remove the mask in its entirety. 

5. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent No. 
5,144,959 to Gambale et al. as applied to claim 15 above, and further in view of U.S. Patent No. 
65,406,960 to Corsojr. 
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In regards to claim 20, Gambale et al. fails to disclose forming indentations at the 
predetermined locations prior to the depositing of materials. However, Corso, Jr. discloses a 
guidewire wherein the radiopaque material is deposited in previously formed indentations on the 
core wire (Col. 5, lines 45 - 47). It would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the process as disclosed by Gambale et al. to include the 
step of depositing the radiopaque material in previously formed indentations as taught by Corso, Jr. 
in order to provide a smooth surface along the length of the core wire. 

6. Claims 15 - 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
No. 5,865,767 to Frechette et al. in view of U.S. Patent No. 5,144,959 to Gambale et al. 

In regards to claims 15-18, Frechette et al. discloses providing a guidewire having a core 
wire (10) with proximal section and tapered distal section (22), and electroplating plating gold onto a 
plurality of predetermined locations of the core (Col. 4, lines 44 - 56). Frechette et al. discloses a 
lubricious coating (Col. 4, lines 44 - 58). However, Frechette et al. fails to disclose coating portions 
of the distal section of the core wire with a mask; exposing the distal portion beneath the mask at a 
plurality of predetermined locations; electroplating gold onto the predetermined locations; and 
removing the mask. However, Gambale et al. discloses coating portions of a distal section of the 
guidewire with a mask; exposing the distal portion beneath the mask at a plurality of predetermined 
locations (Col. 5, lines 47 - 52); electroplating gold onto the predetermined locations (Col. 5, lines 
35 - 37; Col. 4, lines 17 - 21); and removing the mask (Col. 5, lines 53 - 54). It would have been 
obvious to one having ordinary skill in the art to use the method as taught by Gambale et al. for 
plating gold at a plurality of predetermined locations of the distal section of the guidewire to plate 
gold at a plurality of predetermined locations of the distal section of the core wire as disclosed by 
Frechette et al. to ensure that plating is only deposited on the desired areas. 
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the core wire as disclosed by Frechette et al. to ensure that plating is only deposited on the desired 
areas. 

7. Claims 15 - 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
No. 5,253,653 to Daigle et al. in view of U.S. Patent No. 6,174,329 to Callol et al. 

In regards to claims 15-18, Daigle et al. discloses a method for manufacturing a guidewire 
including providing a core wire (5) having proximal and distal sections; plating a radiopaque material 
including gold (Col. 2, lines 42 - 44) at predetermined locations on the distal section (Col. 4, lines 37 
- 40); tapering a distal section (5b; Col. 3, lines 21 - 22); and coating the guidewire with a lubricious 
coating (Col. 3, line 67 - Col. 4, line 4). However, Daigle et al. fails to disclose coating portions of 
the distal section with a mask; exposing the core wire at a plurality of predetermined locations 
beneath the mask; electroplating gold onto the predetermined locations; and removing the mask. 
Callol et al. discloses a method for manufacturing an intraluminal device including coating portions 
of the device with a mask (Col. 6, lines 8 - 10); exposing the core wire at a plurality of 
predetermined locations beneath the mask (Col. 6, lines 12 - 15); and electroplating gold onto the 
predetermined locations (Col. 6, lines 16-18). The mask is inherently removed before using the 
device. It would have been obvious to one having ordinary skill in the art at the time the invention 
was made to include the steps of coating a portion of the distal section of the guidewire as disclose 
by Daigle et al. with a mask; exposing the core wire at a plurality of predetermined locations beneath 
the mask; electroplating gold onto the predetermined locations; and removing the mask as taught by 
Callol et al. in order to ensure the correct positioning of the radiopaque material on the gauging 
section (5) of the guidewire. 
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Response to Arguments 

8. Applicant's arguments filed 4/15/05 have been fully considered but they are not persuasive. 
In regards to Gambale et al., Applicant asserts that Gambale et al. fail to disclose exposing the core 
wire beneath the mask at a plurality of predetermined locations. Applicant states that Gambale et al. 
teaches away form including multiple elements having radiopaque effects. However the Examiner 
disagrees. The guidewire is exposed beneath the mask at two locations on opposite sides of the 
mask (Col. 5, lines 47 - 52). The Examiner considers these two locations to be a plurality. In 
regards to Schwartz et al., Applicant asserts that Schwartz et al. fails to neither describe nor suggest 
depositing radiopaque material on the guidewire. However, at Col. 3, lines 53 - 56, Schwartz et al. 
states, "The distal tip 12 would also be plated with a radio opaque material, such as gold, to enable 
the practitioner to view the distal tip on an X-ray viewing screen.". In regards to Tsukuda et al., 
Applicant asserts that Tsukuda et al. is not directed to guidewires and is considered to be non- 
analogous art. In response to applicant's argument that Tsukuda et al. is nonanalogous art, it has 
been held that a prior art reference must either be in the field of applicant's endeavor or, if not, then 
be reasonably pertinent to the particular problem with which the applicant was concerned, in order 
to be relied upon as a basis for rejection of the claimed invention. See In re Oetiker, 911 F.2d 1443, 
24 USPQ2d 1443 (Fed. Cir. 1992). In this case, Tsukuda et al. is considered to be in the field of 
applicant's endeavor in that it is related to a process of manufacturing involving electroplating. In 
response to applicant's argument that the examiner's conclusion of obviousness is based upon 
improper hindsight reasoning, it must be recognized that any judgment on obviousness is in a sense 
necessarily a reconstruction based upon hindsight reasoning. But so long as it takes into account 
only knowledge which was within the level of ordinary skill at the time the claimed invention was 



Application/Control Number: 10/669,493 Page 7 

Art Unit: 3736 - 

made, and does not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In n McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 1971). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Jonathan ML Foreman whose telephone number is (571)272-4724. The 
examiner can normally be reached on Monday - Friday 8:00 am - 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Max Hindenburg can be reached on (571)272-4726. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://pair-directuspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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